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81. 



REMARKS 

Claims 1-81 are pending in the present application. The Examiner has 



rejected claims I- 



L ATTORNEY DOCKET TVTllvreira 

application. Kindly replace "39385/CAG/B600" with -15262US01-. 

U. REJECTION UNDER 35 U.S.C. § 103(a) 

Willi RESPECT TQ rui^ i!*, AiU „ g ff { 

US. Patent No. 6,591,09, Bl OVorenka^) in view of U.S. Patent No. 6,542,722 Bl 
( iorrells ). Applicants respectfully traverse the rejection. 

yORENKAMP piSOTl Al TFTFT) M A Ittm^ ,< lT 1/t , 

35 U.S.C.§ 103(c) states that 

oT 6r ^ evel °P ed b * ""her person, which qualifies as 
prior art only under one or more subsections (e) (f) and f*\ *f 

section where the subject matter and the claimed invention were at 

time the invention was made, owned by the 
subject to an obligation of assignment to the same peTcIn . 

Subject Matter Developed By Another Person 

Applicants respectfully submit that Vorenkamp is subject matter developed by another 
person. Vorcnkamp is entitled "System and Method for Coarse/Fine PLL Adjustment" and lists 
*rcc mventors: Pieter Vorenkamp; Klaas Bult; and Frank Carr. The present application lists 
four mventors: Hooman Darabi; Ahmadreza Rofougaran; Shahla Khorram; and Brima Ibrahim 
Thus since there is not even one common inventor, Vorenkomp clearly i s "subject matter 
developed by another person" in compliance with 35 U.S.C. § 103(c). 

Qualifies a, Prior Art Only Under Subsection (e) of Section 102 
Applicants respectfully submit that Vorenkamp only qualifies as prior art under 
-ta*. (e.) of Section 102. 35 U.S.C. , 102(e) states, in Levant ^ that ^ person ^ 
be enmied to a patent un,es S ... (e) the invent was described in ... , patent ^ on „ 
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application for p«^ by anofter filed in the United States before the invert™ by th. 

tor patent . . . yp 11 

Assuming the earliea US. provision application prides an effective U.S. flii™ da. 
Vorenkamp has an efrective ffl^ ^ of Noyember ]2 _ ^ ^ _ ^ • 
November ,2, > W . „ ^ Vorcnkmp ^ ^ ^ ^ ^ ^ ^ J* ^ 

rZ^Z^T 7 " ■* ■*"— «» — — . («). ®. and Cg> of section' 
102 of this title" in further compliance with 35 U.S.C. § 103(c). 

Applicants respectful* submit to Vorenkamp and the present application were, a, the 
tun. *e present invention was made, owned by the sane person o, subject ,„ an obligation of 
to the same pe™. As indicated on the face of the paten,, the subject manor of 
Vorenkamp was assigned solely to the Broaden Corpora oflrtne, CaUfimia. On the 
actual nl,„g date (i.e., October 19, 2000) of the present application fc Caimed invention was 
™ed or subject » an obligation of assig™nent so.ely to the 

ZT' J**" 0 *™ * ' a — —** assignment document J 

Reel/Frame No. 01.827/0609, executed May 15, 200! and recorded May 21. 200. for the 
present applicanon. Additional information about the „ ». 

.PPhcaion „ r priority <locmaal<s (efc v $ ^ ^ 

«» be provided, if requeued by the Examine,; however, MOUIP. 706.020X1)' appears to 
support the contention that ft. claimed invention need only be owned by the same company or 
subject to an obligation of assignment to the same company as of the ffltag day of the continuing 

application. ^ 

Therefore, Vorenkamp "shall not preclude patentability under this section [i. c ., s, cnon 
103] where the subject matter and the claimed mvemion we™, a, the time the invention was 



«tt^ir3X^:^^« - - * November V>, 
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made, 0W ned by the ^e or subject to m obligauon of wsignn™, ^ M 

full compliance with 35 U.S.C. § 1 03(c). 

M^CTIOHiiW>gi» vi it s r. s im™ se m m , mr , 

u s r « TIT ' eS,>eCtfi " ly !0bmi, ** cara "" maio,>to « — 35 

1 ' °" VOra,ltamP *" ° f SOm " S *" V °' Mta '>' «• «*-Bbi • . 35 

U.S.C. § 103 reference as set forth in 35 U.S.C. § 103(c). 

Since the Examiner cannot maintain an obviousness rejection over Vorenkamp i„ view of 
Sorrells, Applicants respectfully request that the rejection under 35 U.S.C. § 103(a) be 
withdrawn with respect to claims 1-61 and 75^81 . 

Claims 62-74 stand rejected under 35 U.S.C. § 103(a) as being obvious over Vorenkamp 
* v*w of Sorrells, and further in view of U.S. Patent No. 5,283,484 ("Brehmer"). Applicants 

respectfully traverse the rejection. 

Applicants respectfully submit that the Examiner cannot maintain a rejection under 35 
U.S.C. § 103(a) over Vorenkamp in view of Sorrells and Brehmer sine* Vorenkamp is 
d.squalified as a 35 U.S.C. § 103 reference as set forth in 35 U.S.C. § 103(c). 

Since the Examiner cannot maintain an obviousness rejection over Vorenkamp in view of 
Sorrells and Brehmer, Applicants respectfully request that the rejection under 35 U.S.C. § 103(a) 
be withdrawn with respect to claims 62-74. 
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IV. CONCLUSlflM 

I* view of at least the foregoing, it is respectfully submitted that the pending clain,* 1-81 

Til T „ a,IOWaDCe ' ^ ^ ^ ^ * «*- ^ « application 

» cond.uon for allowance, the Rxaminer is Kindly invited to contact the undersigned at the 
below-listed telephone number. 

Please charge an y quired fees not ^ hercwith Qr ^ ^ 
Deport Account of McAndrews, Held & Malloy, Ltd, Account No. 13-0017. 



Dated: April^M Respectfully submitted. 




Michael T. Cruz 

Reg. No. 44,636 i 



McAndrews, Held & Malloy, Ltd. 
500 West Madison Street, 34th Floor 
Chicago, Illinois 60661-2565 
Telephone: (312) 775-8084 
Facsimile: (312)775-8100 
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